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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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1 )^ Responsive to communication(s) filed on 26 September 2008 . 
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Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)0 accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 

The certified copy of the foreign priority application submitted on 09/26/2008 has 
been considered. Claims 20-23 and 27-29 have been canceled by the amendment on 
09/26/2008. Claim 1 has been amended. Claims 1-19, 24-26 and 30 are pending. 
Claims 24-26 remain withdrawn as non-elected subject matter. Therefore, claims 1-19 
and 30 are under examination on the merits. 



Response to Amendment 

The amendment by Applicants' representative Douglas P. Mueller dated on 
09/26/2008 has been entered. 

Response to Arguments/Remarks 
Rejection under 35 U.S.C.^112. 2^ Daraaraoh 

Applicants have canceled the rejected claim 23. Therefore, the rejection is moot. 
Rejection under 35 U.S.C.^102(e)/103a 

Applicant's submission of the certified copy of the foreign priority application of 
Japan 2003-420031 has antedated the cited prior art. The rejections under 35 
L/.S.C.§1 02/103 have been withdrawn accordingly. 
Claim Objections 

Since the amendment has overcome the cited art rejection, search and 
examination have been expanded to previously non-elected subject matter. Therefore, 
the objection is moot. A new prior art has been found, which anticipates the expanded 
scope of subject matter as disclosed follow: 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only If the International application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 

Claims 1-15, 17, 19 and 30 are rejected under 35 U.S.C. 102 (e) as being 
anticipated by Dolle et al., US2005-01 007355 (now U.S. Patent No. 7,160,902). 

Cy— N-V-W— X— Y— N aV-^-^ B^l 

Applicants' claims relate to a compound of the formula (I) ^'^ , 

according to claim 1, a prodrug, or a pharmaceutical composition composing a 
compound thereof. 

Dolle et al. disclosed a compound ^ (CAS RN 851 680-59-6) 

as Compound 36 at line 30, Column 40 for a pharmaceutical application. This 
compound anticipates the instant claims 1-15, 17, 19 and 30. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using It, In such full, clear, concise, and exact terms as to enable any person skilled In the 
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art to which it pertains, or with which it is most nearly connected, to mal<e and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1 is rejected under 35 U.S.C. 112, first paragrapli, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed Invention. Specifically, the amended claim 1 excludes two species 

o o '^'^c, and c*-^ I . However, 

these two compounds are not described in the original Specification. The closet 



compound disclosed in the instant Specification is 
which is patentably distinct from the instantly excluded compounds at the different 
substituent of X, wherein X is t-butyl substituted alkylene vs. 2-bromo- or 2-methoxy- 
phenyl substituted alkylene. The two excluded compounds are not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Also see MPEP§21 73.05(1) under negative limitation. To overcome the 
rejection, applicants need to show the support in the original disclosure for such 
amendment. 

Claim Objection 

Claims 2-17, 19 and 30 are objected to for depending on rejected claim 1 . 
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Conclusions 

• Claim 18 is allowed. 

• Claims 2-1 7, 1 9 and 30 are objected to. 

• Claims 1-15, 17, 19 and 30 are rejected. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong Chu whose telephone number is 571-272-5759. 
The examiner can normally be reached on 7:00 am - 3:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. M-Kane can be reached on 571-272-0699. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Status Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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/Yong Chu/ 
Patent Examiner 
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Primary Patent Examiner 
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